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the necessity for response to Office ac-
tions as specified in §1.111.

§1.565 Concurrent office proceedings.

(a) In any reexamination proceeding
before the Office, the patent owner
shall call the attention of the Office to
any prior or concurrent proceedings in
which the patent is or was involved
such as interferences, reissue, reexam-
inations, or litigation and the results
of such proceedings.

(b) If a patent in the process of reex-
amination is or becomes involved in
litigation or a reissue application for
the patent is filed or pending, the Com-
missioner shall determine whether or
not to stay the reexamination or re-
issue proceeding.

(c) If reexamination is ordered while
a prior reexamination proceeding is
pending, the reexamination pro-
ceedings will be consolidated and re-
sult in the issuance of a single certifi-
cate under §1.570.

(d) If a reissue application and a reex-
amination proceeding on which an
order pursuant to §1.525 has been
mailed are pending concurrently on a
patent, a decision will normally be
made to merge the two proceedings or
to stay one of the two proceedings.
Where merger of a reissue application
and a reexamination proceeding is or-
dered, the merged examination will be
conducted in accordance with §§1.171
through 1.179 and the patent owner will
be required to place and maintain the
same claims in the reissue application
and the reexamination proceeding dur-
ing the pendency of the merged pro-
ceeding. The examiner’s actions and
any responses by the patent owner in a
merged proceeding will apply to both
the reissue application and the reexam-
ination proceeding and be physically
entered into both files. Any reexamina-
tion proceeding merged with a reissue
application shall be terminated by the
grant of the reissued patent.

(e) If a patent in the process of reex-
amination is or becomes involved in an
interference, the Commissioner may
stay reexamination or the interference.
The Commissioner will not consider a
request to stay an interference unless a
motion (§1.635) to stay the interference
has been presented to, and denied by,
an examiner-in-chief and the request is

§1.570

filed within ten (10) days of a decision
by an examiner-in-chief denying the
motion for a stay or such other time as
the examiner-in-chief may set.

[46 FR 29185, May 29, 1981, as amended at 47
FR 21753, May 19, 1982; 49 FR 48455, Dec. 12,
1984; 50 FR 23123, May 31, 1985]

CERTIFICATE

§1.570 Issuance of reexamination cer-
tificate after reexamination pro-
ceedings.

(a) Upon the conclusion of reexam-
ination proceedings, the Commissioner
will issue a certificate in accordance
with 35 U.S.C. 307 setting forth the re-
sults of the reexamination proceeding
and the content of the patent following
the reexamination proceeding.

(b) A certificate will be issued in
each patent in which a reexamination
proceeding has been ordered under
§1.525. Any statutory disclaimer filed
by the patent owner will be made part
of the certificate.

(c) The certificate will be mailed on
the day of its date to the patent owner
at the address as provided for in
§1.33(c). A copy of the certificate will
also be mailed to the requester of the
reexamination proceeding.

(d) If a certificate has been issued
which cancels all of the claims of the
patent, no further Office proceedings
will be conducted with regard to that
patent or any reissue applications or
reexamination requests relating there-
to.

(e) If the reexamination proceeding is
terminated by the grant of a reissued
patent as provided in §1.565(d) the re-
issued patent will constitute the reex-
amination certificate required by this
section and 35 U.S.C. 307.

(f) A notice of the issuance of each
certificate under this section will be
published in the Official Gazette on its
date of issuance.

[46 FR 29185, May 29, 1981, as amended at 47
FR 21753, May 19, 1982]
Subpart E—Interferences

AUTHORITY: 35 U.S.C. 6, 23, 41, and 135.

SOURCE: 49 FR 48455, Dec. 12, 1984, unless
otherwise noted.
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§1.601

8§1.601 Scope of rules, definitions.

This subpart governs the procedure
in patent interferences in the Patent
and Trademark Office. This subpart
shall be construed to secure the just,
speedy, and inexpensive determination
of every interference. For the meaning
of terms in the Federal Rules of Evi-
dence as applied to interferences, see
§1.671(c). Unless otherwise clear from
the context, the following definitions
apply to this subpart:

(a) Additional discovery is discovery to
which a party may be entitled under
§1.687 in addition to discovery to which
the party is entitled as a matter of
right under §1.673 (a) and (b).

(b) Affidavit means affidavit, declara-
tion under §1.68, or statutory declara-
tion under 28 U.S.C. 1746. A transcript
of an ex parte deposition may be used as
an affidavit.

(c) Board means the Board of Patent
Appeals and Interferences.

(d) Case-in-chief means that portion
of a party’s case where the party has
the burden of going forward with evi-
dence.

(e) Case-in-rebuttal means that por-
tion of a party’s case where the party
presents evidence in rebuttal to the
case-in-chief of another party.

(f) A count defines the interfering
subject matter between two or more
applications or between one or more
applications and one or more patents.
At the time the interference is ini-
tially declared, a count should be broad
enough to encompass all of the claims
that are patentable over the prior art
and designated to correspond to the
count. When there is more than one
count, each count shall define a sepa-
rate patentable invention. Any claim
of an application or patent that is des-
ignated to correspond to a count is a
claim involved in the interference
within the meaning of 35 U.S.C. 135(a).
A claim of a patent or application that
is designated to correspond to a count
and is identical to the count is said to
correspond exactly to the count. A
claim of a patent or application that is
designated to correspond to a count
but is not identical to the count is said
to correspond substantially to the
count. When a count is broader in
scope than all claims which correspond
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to the count, the count is a phantom
count.

(g) The effective filing date of an appli-
cation is the filing date of an earlier
application, benefit of which is ac-
corded to the application under 35
U.S.C. 119, 120, 121, or 365 or, if no ben-
efit is accorded, the filing date of the
application. The effective filing date of
a patent is the filing date of an earlier
application, benefit of which is ac-
corded to the patent under 35 U.S.C.
119, 120, 121, or 365 or, if no benefit is
accorded, the filing date of the applica-
tion which issued as the patent.

(h) In the case of an application, fil-
ing date means the filing date assigned
to the application. In the case of a pat-
ent, “filing date’” means the filing date
assigned to the application which
issued as the patent.

(i) An interference is a proceeding in-
stituted in the Patent and Trademark
Office before the Board to determine
any question of patentability and pri-
ority of invention between two or more
parties claiming the same patentable
invention. An interference may be de-
clared between two or more pending
applications naming different inven-
tors when, in the opinion of an exam-
iner, the applications contain claims
for the same patentable invention. An
interference may be declared between
one or more pending applications and
one or more unexpired patents naming
different inventors when, in the opin-
ion of an examiner, any application
and any unexpired patent contain
claims for the same patentable inven-
tion.

() An interference-in-fact exists when
at least one claim of a party that is
designated to correspond to a count
and at least one claim of an opponent
that is designated to correspond to the
count define the same patentable in-
vention.

(k) A lead attorney or agent is a reg-
istered attorney or agent of record who
is primarily responsible for prosecuting
an interference on behalf of a party and
is the attorney or agent whom an ad-
ministrative patent judge may contact
to set times and take other action in
the interference.

(I) A party is an applicant or patentee
involved in the interference or a legal
representative or an assignee of record
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in the Patent and Trademark Office of
an applicant or patentee involved in an
interference. Where acts of party are
normally performed by an attorney or
agent, ‘“‘party’” may be construed to
mean the attorney or agent. An inven-
tor is the individual named as inventor
in an application involved in an inter-
ference or the individual named as in-
ventor in a patent involved in an inter-
ference.

(m) A senior party is the party with
the earliest effective filing date as to
all counts or, if there is no party with
the earliest effective filing date as to
all counts, the party with the earliest
filing date. A junior party is any other
party.

(n) Invention ““A” is the same patent-
able invention as an invention ‘““B’’ when
invention “A” is the same as (35 U.S.C.
102) or is obvious (35 U.S.C. 103) in view
of invention ‘B’ assuming invention
“B”’ is prior art with respect to inven-
tion “A”. Invention ““A” is a separate
patentable invention with respect to in-
vention ‘“B” when invention “A’ is
new (35 U.S.C. 102) and non-obvious (35
U.S.C. 103) in view of invention “B’ as-
suming invention ‘B’ is prior art with
respect to invention “A”.

(0) Sworn means sworn or affirmed.

(p) United States means the United
States of America, its territories and
possessions.

() A final decision is a decision
awarding judgment as to all counts. An
interlocutory order is any other action
taken by an administrative patent
judge or the Board in an interference,
including the notice declaring an inter-
ference.

(r) NAFTA country means NAFTA
country as defined in section 2(4) of the
North American Free Trade Agreement
Implementation Act, Pub. L. 103-182,
107 Stat. 2060 (19 U.S.C. 3301).

(s) WTO member country means WTO
member country as defined in section
2(10) of the Uruguay Round Agreements
Act, Pub. L. 103-465, 108 Stat. 4813 (19
U.S.C. 3501).

[49 FR 48455, Dec. 12, 1984; 50 FR 23123, May
31, 1985, as amended at 58 FR 49434, Sept. 23,
1993; 60 FR 14519, Mar. 17, 1995]

§1.604

8§1.602 Interest in applications and
patents involved in an interference.

(a) Unless good cause is shown, an in-
terference shall not be declared or con-
tinued between (1) applications owned
by a single party or (2) applications
and an unexpired patent owned by a
single party.

(b) The parties, within 20 days after
an interference is declared, shall notify
the Board of any and all right, title,
and interest in any application or pat-
ent involved or relied upon in the in-
terference unless the right, title, and
interest is set forth in the notice de-
claring the interference.

(c) If a change of any right, title, and
interest in any application or patent
involved or relied upon in the inter-
ference occurs after notice is given de-
claring the interference and before the
time expires for seeking judicial review
of a final decision of the Board, the
parties shall notify the Board of the
change within 20 days after the change.

[49 FR 48455, Dec. 12, 1984, as amended at 60
FR 14519, Mar. 17, 1995]

§1.603 Interference between applica-
tions; subject matter of the inter-
ference.

Before an interference is declared be-
tween two or more applications, the ex-
aminer must be of the opinion that
there is interfering subject matter
claimed in the applications which is
patentable to each applicant subject to
a judgment in the interference. The
interfering subject matter shall be de-
fined by one or more counts. Each ap-
plication must contain, or be amended
to contain, at least one claim that is
patentable over the prior art and cor-
responds to each count. All claims in
the applications which define the same
patentable invention as a count shall
be designated to correspond to the
count.

[60 FR 14519, Mar. 17, 1995]

8§1.604 Request for interference be-
tween applications by an applicant.

(a) An applicant may seek to have an
interference declared with an applica-
tion of another by,

(1) Suggesting a proposed count and
presenting at least one claim cor-
responding to the proposed count or
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